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closed in accordance with the practice under Ex parte Quayle, 1 935 CD. 1 1 , 453 O.G. 213. 
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DETAILED ACTION 
Response to Amendment 
In response to the preliminary amendment, claims 3, 5, 6, 9, 10, 12, and 13 are amended 
to remove multiple dependencies. Claims 1-13 are pending. 

Information Disclosure Statement 
Note that there is no information disclosure statement in the file, but numerous references 
were submitted along with the international application. If Applicants wish these references to be 
made of record in the file, an information disclosure statement must be filed. 

Claim Rejections -35 USC §112 
The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the ■ 
subject matter which the applicant regards as his invention. 

Claims 1, 6, 9, and 10-13 are rejected under 35 U.S.C. 1 12, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

The phrases "such as" or "preferably" or "for instance" render the claims indefinite 
because it is unclear whether the limitations following the phrase are part of the claimed 
invention. See MPEP § 2173.05(d). "Such as" is located in claim 1 lines 1 and 4-5, claim 6 line 
4, claim 9 line 4, and claim 10 line 3; "preferably" is located in claim 10 line 5; "for instance" is 
located at claim 10 line 10. Claims 1 1-13 are rejected as depending on the rejected base claims. 
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Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the, art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

Claims 1-9 are rejected under 35 U.S.C. 103(a) as being unpatentable over Weingarten et 
al. (US 6,393,035). 

Regarding claims 1 and 7, Weingarten discloses a laser system comprising a laser setup 2 
for generating a laser beam, a nonlinear optical material 4, an optical system with imaging means 
for imaging said laser beam onto said nonlinear material 4, the imaging means comprising an 
optical imaging system 32 for focusing the laser beam onto the material 4, and an optical means 

31 for changing the angle of propagation of said laser beam, whereby the optical imaging system 

32 is disposed between the means 31 and the material 4. The system is described as being 
designed via the well known ABCD matrix method. It is not disclosed that in the matrix D is 
substantially 0. However, in designing a matrix, one skilled in the art could, without undue 
experimentation, easily change the values of the matrix to 0, and doing so would require only 
obvious engineering design consideration. 

Regarding claim 2, the means 3 1 is a part of the resonator if the setup. 
Regarding claims 3-4, the beam is reflected back upon itself after passing the material 4 
by a reflective surface on the back of the material. 

Regarding claim 5, the system may further comprise a dichroic beam splitter 53. 
Regarding claims 6 and 9, the material 4 is a semiconductor saturable absorber. 
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Regarding claim 8, there is not disclosed a second imaging system in addition to the first 
imaging system. However, to duplicate parts for multiplied effect is evidence of obviousness. See 
St. Regis Paper Co., v. Bemis Co., 549 F.2d 833, 193 USPQ 8, 1 1 (7th Cir. 1977). 

Claims 10-13 are rejected under 35 U.S.C. 103(a) as being unpatentable over Weingarten 
as applied to the claims above, and further in view of Do et al. (US 5,936,785). Weingarten 
teaches the limitations of the claims above, but fails to disclose the optical component and holder 
as claimed. Do teaches the use of such an optical component and holder. Since Weingarten does 
not disclose the use of any holder, one skilled in the art would recognize that there must be some 
sort of means for holding the system. It would have been obvious to one skilled in the art to use 
Do's holder, because it provides precise and repeatable positioning of the optical elements, as 
taught by Do. 

Conclusion 

The prior art made of record and not relied upon is considered pertinent to applicant's 
disclosure. Each of these references discloses optical systems formed or described by an ABCD 
matrix. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to James A. Menefee whose telephone number is (571) 272-1944. 
The examiner can normally be reached on M-F 8:30-5. 



Application/Control Number: 09/980,458 p age < 

Art Unit: 2828 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Don Wong can be reached on (571) 272-1 834. The fax phone number for the 
organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 5 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 
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